THI'S OPI Nl ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not
witten for publication in a law journal and (2) is not binding precedent
of the Board.
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MEMORANDUM OPI NI ON' AND JUDGVENT

This interference was decl ared on February 4, 1999.
Kiel’s patent clains 1-20 and Grahami s application clainms 37-
45 were designated as corresponding to the count. Party Kiel
has represented to the Board that its clains 1-9 and 11-19 are
unpat ent abl e over a 1990 sal es Catal ogue of Optical cable
Corporation (“sal es catal ogue”), and the Board has found al
of Grahamis clains 37-45 to be unpatentable over the sales
catal ogue or, alternatively, the sale of cables shown in the
catal ogue. (Paper No. 81). In response to our holding of
unpatentability against its clainms 37-45, party Gahamfiled a
m scel | aneous notion (Paper No. 89) for |eave to “present
cl ai m amendnent s, new cl ai s, and evi dence (i ncl udi ng
affidavit testinony) responsive to the prior art reference.”
The notion is opposed by Kiel.

Party Kiel filed prelimnary notion 1 for judgnent
agai nst Grahanis clains on grounds other than the sales
cat al ogue reference. (Paper No. 38). Party Kiel filed
prelimnary notion 2 to redefine the count to renove claim 10
as an alternative in the count and to have designated as not

corresponding to the count its clains 10 and 20. (Paper No.
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38). Party Gahamfiled a notion for judgnment against Kiel’'s
clains (Paper No. 36), a notion to substitute the count (Paper
No. 31), a notion to add new clains to its application (Paper
No. 42), a further notion to add new clains to its application
(Paper No. 46), a notion for judgnent against clains 10 and 20
of Kiel's patent for failure of Kiel’s specification to
di scl ose the best node for practicing the clainms invention
(Paper No. 71), and a notion to correct inventorship.

In a tel ephone conference, the adm nistrative patent
j udge suggested to counsel for respective parties that in
I ight of the opposing argunents as to whether Grahamis
entitled to make anmendnents and/ or present rebuttal evidence
inthis interference in response to the Board s hol di ng of
unpatentability, if the parties can reach settlenent as to al
ot her issues, perhaps the Board may be persuaded to enter
j udgnent agai nst party Graham w thout prejudice, so that
Graham may meke anmendnents or present new evi dence before the
exam ner. Follow ng the tel ephone conference, the parties
conferred and then the followi ng papers were fil ed:

Paper No. 105 (By Graham -- “Filing Pursuant to
37 CF.R 8 1.666" in which it is stated:
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Pursuant to 37 CF. R § 1.666(a),
encl osed herewith is a copy of an executed
settl enment agreenent which settles al
outstanding matters in the present
i nterference.

Paper No. 106 (By Graham -- “Graham Wt hdrawal
of Papers” in which it is stated:

In view of the settlement of the
present Interference between the parties,
Graham hereby withdraws each of its notions
(including Gaham Prelimnary Mtions 1-3
and Graham Motion Under 37 CF.R 8§ 1.635
of January 27, 2000) with the exception of
Graham Motion for Correction of
| nventorship. In addition, G aham hereby
wi t hdraws Graham Opposition to Corrected
Kiel Motion 2. (Enphasis in original.)

Paper No. 104 (By Kiel) -- “Kiel Wthdrawal of

Corrected Kiel Mdtion 1" in which it is stated that

Kiel withdraws its corrected prelimnary notion 1

It is evident that the parties are attenpting to
i npl emrent the procedure suggested by the adm nistrative patent
judge. W presune that party Kiel has no objection to our
entering judgnment against party G ahamw thout prejudice to
Grahani s subsequently anending its clainms or presenting
rebuttal evidence before the exam ner.

The only notions now renai ning pending are: (1) Kiel’s

prelimnary notion 2, and (2) Grahanis notion to correct

i nventorship. Both are unopposed.
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Because on this record Graham has no patentable claim
whi ch corresponds to the existing count or any count proposed
by the parties, it is not necessary to decide Kiel’s
prelimnary notion 2 to redefine the count and to designate
its clainms 10 and 20 as not corresponding to the count.
Accordingly, Kiel’s prelimnary notion 2 is disnm ssed as noot.

Because party Kiel has admtted to the unpatentability of
its owmn clains 1-9 and 11-19, we find those clains
unpatentable to party Kiel

It is

ORDERED t hat judgnment is herein entered as foll ows:

1. Junior party DAVID H KIEL and KEI TH D. CHURCH i s
not entitled to a patent containing its clains 1-9 and 11-19;

2. On the record before us, senior party LI ONELL
GRAHAM JAMES R HOLMAN, TERRY D. MATH S, and MONTRI
VI Rl YAYUTHAKORN is not entitled to its application clains 37-
45;

3. The judgnent so entered today is wthout prejudice

to the senior party’s presenting claimanendnents and/ or
rebuttal evidence to the examner to attenpt to overcone the

hol di ng of unpatentability as to its clains 37-45;
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FURTHER ORDERED t hat party G ahami s unopposed notion to
correct inventorship is dism ssed, without prejudice to re-
filing the same before the exam ner; and

FURTHER ORDERED that in further ex parte prosecution
before the exam ner, the senior party shall bring to the
examner’s attention (1) pages 15-20 of our show cause order
dated March 8, 2000 (Paper No. 81) in which we discussed the
unpatentability of Grahamis clainms 37-45 over the sales
catal ogue; (2) Kiel’'s corrected prelimnary notion 1 [now
w t hdrawn] (Paper Nos. 38 and 50) and reply (Paper No. 62) to
Grahani s opposition; and (3) Grahanis prelimnary notion 1
[ now wi t hdrawn] (Paper No. 36) and reply (Paper No. 65) to

Ki el s opposition.

)
FRED E. McKELVEY, Seni or )
Adm ni strative Patent Judge)

)
) BOARD OF PATENT
) APPEALS
RI CHARD E. SCHAFER ) AND
Adm ni strative Patent Judge) | NTERFERENCES
)
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Adm ni strative Patent Judge)



| nterference No. 104, 352
Kiel v. G aham

By Federal Express
Counsel for the senior party:
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